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DETAILED ACTION 

The following correspondence is an Office Action for application number 
10/523,926, for a VIBRATION ISOLATING PIPE CLIP, filed on 2/7/2005. This 
correspondence is in response to applicant's request for continued examination filed on 
9/25/2007. Claim 53 is pending. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S"C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Van 
Walraven (EP 1,106,900 A1). 

Regarding claim 53, Van Walraven teaches a vibration isolating pipe clip (1) 
comprising a rigid pipe clip body (2, 3) which is composed of one or more parts and is 
provided with securing means (7); a vibration isolating member (10) which bears against 
an inner circumference of the pipe clip body and is ultimately positioned between an 
outer circumference of the pipe and the pipe clip body (Fig. 1), wherein the vibration 
isolating member (13) is a porous vulcanized rubber with closed cavities and separating 
walls between them [0008, 0025], wherein the cavities are substantially unpressurized 
by dehydration of salt which remains in the cavities, in such a manner that in the event 
of a reduction in the volume of the cavities under the influence of deformation of the 
vibration isolating member, no significant pressure occurs inside the cavities [0025, 
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0032], wherein the vibration isolating member has a form factor defined by the quotient 
of the surface area which Is subject to load and the free surface area, and in which the 
cavities significantly reduce the form factor, but does not teach that the form factor of 
the Isolating member is less than 0.2. It would have been obvious to one of ordinary 
skill in the art, at the time the invention was made, to make the vibration isolating 
member of the pipe clip with a form factor of less than 0.2 since the discovery of an 
optimum value of a result effective variable involves only routine skill in the art. The 
Examiner notes that the term "vulcanized" recited in the claim relates to a method of 
making the rubber. Where a method step Is recited in an article claim, only the article 
recited by the method is considered. Therefore, it is unnecessary to find the method of 
vulcanization in order to determine the final rubber product, and therefore, only the 
rubber product made from the method is considered. In addition the phrase "by 
dehydration of salt which remains in the cavities" relates to a method of making the 
rubber. Again, where a method step is recited in an article claim, only the article recited 
by the method is considered. Therefore, it is unnecessary to find the method in order to 
detemnine the final rubber product, and therefore, only the rubber product made from 
the method is considered. 

Response to Arguments 

3. Applicant's arguments filed QinHQQl have been fully considered but they are 
not persuasive. 
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4. Applicant argues that the Van Walraven '900 reference is structurally different 
from the present invention disclosed in the application because Van Walraven does not 
teach cavities that are substantially unpressurized. 

First, the Examiner notes that the limitation regarding the substantial 
unpressurization of the cavities relates to the method of making the rubber material. 
The applicant concedes this fact by stating on page 6, "[t]he fact that the closed cavities 
are unpressurized is the result of the rubber being made by using a hydrated salt in the 
rubber, wherein during vulcanization of the rubber water is cleaved off from the salt...." 
Thus, the unpressurization of the cavities is the result of the method of making the 
rubber. Because claim 53 is an article claim, and not a claim directed to the method of 
manufacturing the article, only the finished product is considered. Therefore, it is 
unnecessary to find the steps involved in the method of manufacturing the product. 

Second, the Van Walraven reference teaches a porous closed cell rubber 
material that is inherently "substantially unpressurized". As taught by Van Walraven, 
when the material is compressed, the volume of the material is reduced. [00008] This 
indicates that the material inherently is substantially unpressurized because it is able to 
deform when compressed. If the converse was true, and the material was in fact 
pressurized, then it would not be able to deform. But that is not the case. 

Finally, the statement regarding the substantial unpressurization of the cavities 
"in such a manner that in the event of a reduction in the volume of the cavities" is a 
functional limitation that relates to the use of the material and its behavior when subject 
to compression. A recitation of the intended use of the claimed invention must result in 
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a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. As indicated above, 
Van Walraven teaches a material that is capable of behaving "in such a manner that in 
the event of a reduction in the volume of the cavities under the influence of deformation 
of the vibration isolating member, no significant pressure occurs inside the cavities" 
simply by virtue of the elastic nature of the material. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nkeisha J. Dumas whose telephone number is (571) 
272-5781. The examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Friedman can be reached on (571) 272-6842. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomriation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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